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REMARKS 



Cairns 1 to 18 were rejected under 35 U.S.C. 1 12, second Daragraph) for 

indefinheness. 

Calms 1 «o ! 8 ^ Engfeh Qf ^ ^ & ^ ^ 

document and indeed inciuded numerous grammatical and Idiomatic errors. 
Claims 1 to 18 were canceled, obviating this rejection. 

New cla,ms 19 to 36 filed above contain the subject matter o, canceled 
1 to 18, but have ^ drafted ^ ^ ^ ^ ^ 

■"dependent claim 1 9 includes the same features and limitations as cance.ed 
calm 1 . New cfcim 36 has been drafted as a statutory method claim, instead of a 
"use' claim. 

Antecedent basis forclaim terms has been checked and is believed to be 
maintained. Ma*ush wording is used where it appeared to be appropriate 
Parenthetical expressions are not used, except for drawing reference numbers 
wh.ch is generally acceptable according ,o U.S. Patent Office Rules. 

Claim 21 corresponds to canceled claim 3. Basis for the change in 
wording of this claim is found on page 14, iine 18, of the originally,^ 
specification. 

Claim 24 corresponds to canceled da,m 6. The basis for the changes In 
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k y« id, nnes io to 15, of the originally filed 

specification. 

For the foregoing reasons and because of the changes In the wording of 
the new Calms 1 9 to 36, it is respectf ully submitted that none of the new claims 
19 to 36 should be rejected under 35 U.S.C. 112, second paragraph. 



ILBEJECTION | INDFR m l ■ q ^ 



Cairns 1. 3 to 5. 7, 15 and 18 were rejected under 35 U.S.C. 103 (a) as 
obvious over Ostendarp, et al, in view of Kamli, et al. 

Claims i to 1 8 have been canceled, at least partiaHy obviating this 
rejection. However new Calm 19 Inciudes the subject matter of canceled claim 1 

t « respectfully submitted that the subject matter of new claim 1 9 is net 
obvious from Ostendarp. et al, in view of Kamil, et at. 

The shaping tool, disclosed by German Patent DE 197 13 309 C1 and 
German Patent Ap P „cation DE 197 13 312 A1 , does not provide ^ ^ Qf 
the shaping tool according to new ciaim 1 9 . „ has . structured surface for 
creating structures on g, ass using me principle cf reshaping warm-shaplng. This 
shaping too.. ,n the exempiary embodiment, has a ro.,.ng cylinder, comprising a 
solid cyiinder of preferabiy nonmeta. materia., to which a mo.ding tool with the 
structure-impamng surface is damped, resting reiativety looseiy. On each of the 
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—ting o, * he ro„ ing cy^r is provided . ^ ^ ^ ^ ^ 
provide for the requisite ,oca, heating of the shapjng ^ 

This embodiment of the shaping too, does no, m ake » possib.e ,„ practfce 
to ~^-^*t-«^ n ^ pi ^ i-fcl( , lhi| 

necessary thermal dimension*, stabi,ity has not been adequate* , aten int0 
account in the des.gn of the indiv)dua| ^ ^ ^ ^ ^ ^ 

ro..in 9 cylinder. The enormous* stdngent specifications for making precision 
structures in g/ass cannot be met. 

Ostendarp, e, ai, does no. disclose a ro.iing cyiinder 3 comprising metaHfc 
Mm cyiinder 7. as ciaimed in ciaim 1 9 above, mis reference does not disclose 

the metai.ic hoilow cylinder 7, as ciaimed in ciaim 1 9 above. Ostendarp et a, 
coes not disciose a shaft extending through the hoiiow cyiinder with the two 
dnvers attached thereto at opposite ends of the shaft, which are in operative 

pos^y-iocking engagement with me hol.ow cy lln der. as ciaimed in the main 

■ndependentciaimis.^^ 

e-erfnc heater arranged eiecmcaiiy insulated between the shaft and thermal* 
MM with respect to the shaft, as Caimed in independent Cairn 1 9. 

The Known shaping too, of Ostendarp, et ai, does no, make it possib.e in 
practice to create precision structures in glass ^ the desired repeatable 
Predion. On me ether hand, the above-mentioned stringent spectfeations for 

as claimed in claim 19. 
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-n addition, Ostendarp, e« a,. Ceany teach the opposite from the CaJmed 
•nvention. The shaping too. c.a.med in Calm 1 9 ha. an electrica. heater for 
.mema, heating, instead of externa, heating. The shaping too. cl a , med and 
described in Ostendarp. e « ai, Ceany has no means for interna, heating and 
reqwres externa, heating (see daim 13, iines 6 to 8. i.e. co, um n 10, iine 67- 
co.umn 4, lines 61 to 63; co.umn 2. „ne 53 to 61) to .oca,.y heat oniy the ' 

wou.d .ocaily hea, the structuring surface <j mjbs j D ^ * „ formjng ^ 

It is well estabiisbed tha, a reference or references tha, teach the opposite 
f-m a Calmed Invention cannot be combined with other references to reject the 

o.aimed i nven to nunder 3 6U.S.C.i 0 3(a).SeeforexampleM.P. E p 2145 x 
Also U.S. judical decisions have steted this principle, for exam p ,e: 

^^-ntorach^ved the ciaimed invent by doing what those 
sMted ,n he art suggested shou.d no, be done is a fact strongly probate 
af nonob Vlousness , htt> M>)>tf _ 

3 ^ ^ 1986) - °" rehear ' nS ' 231 U - &P -Q- 1» (Fed. Clr 



Kan*, e, a., (US 4,0 23 .391),s c,ear,y from a field of ^ ^ 

not g,ass arHc.es (Caim 1, co.umn 13, ..nes ao to 25 ). The reference Is owned by 
N.ppon Stee. and it is so weH known that rol.ing m,s are used on* for ro.ling 
meta., particularly stee , ^ ^ ^ ^ ^ ^ ^ ^ ^ ^ 

scarcefymentionsthatthemateria.ofmep.atesisstee.orsomeotherme^nn 
the specification. However the U.S. classification numbers of Ostendarp, et a. 
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and Kam,,, e« a, and the Fields C Search cleany show there is no re,a»ion 
between the fields of these two references. The reason is simp* that glas9 
cannot take the stresses and forces that rolling milis produce to shape meta, 
espec,^ s ,e el , plate . Thus features of apparatus «o shape meta, parts 
esnecy steel, are of no interest to those interested in shaping glaS3 or 
especially in providing precisely formed structures in glass surfaces. 

Kan,,,, et al, discloses a method and an apparatus of controHing the shape 

s*e of a crown of a rol, in a roi.ing mi„ by heating the inside o, the center ho,e 
-de aiong the centeraxiso, there., and thus causing a change ,n the d.ameter 
ofmeroiKseeCalml.iinesSOto^). However the heating of Kamii, et a., cnfy 
— ^igife^^ tQ app[jcants> 

structuring surface, as claimed in column 13, lines 38 to 40). 

The purpose of the heating in Kami,, et al, Is clearly lo^gejte 

d i^r or S , r ,nf Tp , m , , in different reg . ona ^ me ^ Qf tfie ^ ^ ^ to 

prov.de a ro„ed me.a, plate that has a uniform thickness across its width. Often in 
the prior art the ro.ied p.ates .eaving the rol.ing m „, were concave in their center 
(coiumn 2, ,in e 24 to 28; coiumn 5, iine 63 to column 6, .ine 5 ). By causing the 
crown of the ro„ or a center portion of the rcl. to expand by heating the apparatus 

the heated roll of Kami,, et al, is designed so that it does not heat the surface of 
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+vm. See column 5, fine so to column 6, line 1 9 and compare Figs 9 and 10 of 
Kamii, et al. 

Thus Kamii, et al. is sot reasonably related to the problem that the claimed 
invention is designed to solve, namely to provide precise* formed structures in 
glass, particular* jn a channe. plate for a fla, screen display, by JoMhealinoof 
ffiealass to be structured (page 6. line 20 to 25, of me applicants' specification). 
Also note the manner In which the heater is claimed in daim 1 9, I.e. as a heater 
for tocal heating of the glass. Kamii, * a |, in contrast, teaches against SU ch loca. 
heating of the metal plate using the internal heater of his rolls (see Figs. 9 and 1 0 
of Kamii, et al, and the discussion in Figs. 9 and 10). The internal heater of 
Kamii, et al, Is designed to act on the roll to change rts diameter in local regions 

of the roll, such as the center of the roll, but noj to heat the surface of the roll to 
any significant extent (column 13. line 38 to 40). According to applicants' 
specification on page 7, lines 18 to 20. the heating of the heater causes 'targeted 
local heating" of the glass, which requires of course that the outer portions of the 
rolling cylinder are heated. This feature Is now Included in the independent 
apparatus claim, claim 19. 

Thus, Kamii, et al, is clearly non-analogous art, which cannot be 
combined w.,h Ostendarp, et al. under 35 U.S.C. 103 (a). Kamii, et al, fails the 
basic test of a prior art reference from a different field of art. which establishes 
whether or not the reference is analogous or non-analogous art. This test is 
whether or not the reference from the different field of ar, is reasonably pertinent 
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to,hep r o btem , h at, h e d ^ed i nvent i onis de s i9 ned toS o h ,e.Forexa.p,e,t h e 
Federal Circuit Court of Appeals has stated this basic test: 

"whether the reference is still reasonably pertinent lojh^fia^ 
fiffiblem with wriiC h the Inventor is involved.- /n« Cfey, 23 U S P o 2d 
1058(Fed. Cir. 1992){underlining for emphasis Is ours}. 

But Kamli, et al, Is clearly non-analogous art because i, teache8 that the 
Purpose of the heating of the centra, portion of the roll is to change parts of the 
d-ameter o, the roll aKhout changing the temperature distribution or heating the 
surface differently. This is a different purpose than targeted .oca. heating of the 
glass during structuring a surface of tfie workpiece. 

>n fact. Kami., et al, then teaches the oppose from the claimed Invention 
in any case. 

In addition, a„ features of Cairn 1 9 of the invent tha, are not disciosed 
■n Ostendarp, e, ai, are dearly not. disclosed in Kamli, et al. For example the 

e. a. or Kamli, at al, but is arranged between the cylinder wali and the drive shaft 
in toe ho.,ow cylinder so tha. it is merrnallv insulated ^ ^ shaft ^ ^ nQ 
-rive shaft in the case o, the roll of Kami!, at ai. Also Ostendarp, e, al, does not 
dlsciose a drive shaft WmvmvUwtimp* A roil axis is no. an axle or a 
shaft; it is the axis around which the roll rotates. 

Also me ceramic cyiinder of the dependent claims is neither disclosed nor 

suggested ,n either reference. Thus the shaft is not heated by the heater but the 

structuring surface is. This saves energy. 
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Neither Ostendarp, et al. nor Kamii, et al, teach or suggest the particular* 
advantageous structure for driving the rolling cylinder 3 including the drivers 4 
coupled with the rolling cylinder 3 that are attached to the shaft S In positive 
operative engagement, as claimed in claim 19. 

Therefore, Kamii, et al, provides no suggestion of many of the 
modifications of the disclosures in Ostendarp, et al, which are necessary to arrive 
at the invention as claimed in new daim 19. 

It is well established by many U. S. Court decisions and also by the 
Manua. for Patent Examining Procedure that to reject a claimed invention under 
35 U.S.C. 103 (a) there must be some hint or suggestion in the prior art of the 
modifications of the disclosure in a prior art reference or references used to reject 
the claimed invention, which are necessary to arrive at the Calmed invention. For 
example, the C.C.P.A. said: 

■In determining the propriety of the Patent Office case for obviousness in 
the first instance, it is necessary to ascertain whether or not the reference 
teachings would appear to be sufficient for one of ordinary skill in the 
relevant art having the references before him to make the proposed 
substitution, combination or other modification." In n Lintner, 1 73 
U.S.P.Q. 560, 562(C.C.P.A. 1972) 

Kamii, et al, do not suggest the changes or modifications in the disclosure 
in Ostendarp, et al, that are necessary to arrive at the invention as claimed in 
daim 19. Furthermore Kamii. et al, do not disclose or suggest some of the 
features that are missing from the disclosures in Ostendarp, et al. 

For the foregoing reasons and because of the new wording in new claims 
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1 9 to 36, it is respectfully submitted that none of the new claims 1 9 to 36 should 
be rejected under 35 U.S.C. 103 (a) over Ostendarp, et al. in view of Kamii, et al. 

III. Foreign Patents Granted for thA Same lr.v fip tinr, 

A European Patent EP 1 133 452 B1 including forming or shaping tool 
claims of substantially the same scope as claim 19 has been granted. Also a 
similar German Patent DE 1 98 47 549 C1 has been granted. Copies of these two 
granted foreign patents have been filed together with an Information Disclosure 
Statement. 

APPENDIX SHOWING THE CHANGES IN THE SPECIFICATION 
AND ABSTRACT 

Underlining shows additions, brackets show deletions: 

In the Specification: 

Page 7, lines 15 to 20. the following changes are made in the paragraph between 
these lines: 

Because of the [how] manner In whinh the hot-shaping tool of the 
invention is constructed, it is economically possible, by simply rolling along the 
glass substrate, to form high-precision mlcrostructures on the glass upon contact 
with the glass, by means of targeted local heating of the glass to be structured. 
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Page 12, lines 6 to 10, the following changes are made in the paragraph between 

these lines: 

These conditions are met by the shaping roller 1 shown in the drawi^ 
which is constructed of four centra] components. These four central components 
are: a rolling cylinder [2] 3, two drivers 4, a shaft 5. and a heater 6, which for the 
sake of clarity Is shown separately in Fig. 3. 

In the Abstract: 

Page 28, the following changes were made: 

[Abstract] ABSTRACT OF THF disci nsi irf 
[SHAPING TOOL WITH STRUCTURED SURFACE FOR CREATING STRUCTURES 
ON GLASS, AND ITS USE IN STRUCTURING CHANNEL PLATES] 

[In the field of glasses with optical functions, glasses with a specific 
precise surface structuring are required, for instance in display screens of the 
new flat screen generation, or so-called channel plates.] 

While avoiding the disadvantages of the screen printing technique 
employed until now, the invention provides a shaping tool (1) with a structured 
surface tor creating structures on glass (2) which, in an economical way, makes it 
possible to form high-precision microstructures by local heating of the region of 
glass to be structured. The [fact that the invention] shaping tool m has a rolling 
cylinder (3) [with] jncludJng a metal hollow cylinder (7) and a shaping sheet (8) 
secured in a. surface contact to it, as well as a continuous shaft (5) for 
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continuously driving the rolling cylinder (3) via drivers (4) coupjedtothe 



hollow 



QdUKm Between the shaft (5) and the hollow cylinder (7), an electric heater 

m for tarred lnr B | heatinn nf ^ n. m ^ , fe (n ^ 

el ^'™latedfash™ 

insulated from the shaft re> ^ a ceramir (iA] 

KRg. 1)J 

Should the Examiner require or consider it advisable that the specification, 
claims and/or drawing be further amended or corrected in formal respects to put 
this case in condition for final allowance, then it is requested that such 
amendments or corrections be carried out by Examined Amendment and the 
case passed to issue. Alternatively, should the Examiner feel that a personal 
discussion might be helpful in advancing the case to allowance, he or she is 
invited to telephone the undersigned at 1-631-549 4700. 

In view of the foregoing, favorable allowance is respectfully solicited. 
Respectfully submitted, 

^7/ £ 

Micha^.Qffiker, 
Attorney for the Applicants 
Reg, No. 27,233 
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